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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 
09/717342, filed on 11/22/2002. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. Claims 1-2 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ishida et al. (WO98/03972) as evidenced by Oda et al. (US5435903). 

4. Claims 1 and 2 requires a transfer method for applying a magnetic field for 
transfer, comprising bringing a master carrier for magnetic transfer into close 
contact with a slave medium and applying a magnetic field whereby information 
is transferred, said master carrier comprising a magnetic layer deposited to 
correspond to the information to be transferred, said magnetic layer being formed 
on the surface of a substrate, and said slave medium being a magnetic recording 
medium to receive the transferred information, wherein the relative permeability 
of the magnetic layer of the master is within the range of 10-1000 (claim 1 ), more 
specifically 50-500 (claim 2). 
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5. For the purpose of this examination, US6347016 has been utilized as an 
English Translation of the Ishida reference. All citations to Ishida are to the US 
reference. 

6. It is important to note that relative permeability, while a known property in 
the art of magnetic recording, is frequency dependant. In other words, the 
measured value of the relative permeability of a magnetic material depends on 
the frequency at which it is measured. This is evidenced by US5435903 to Oda 
(see figure 2 and column 6, lines 59-68). Thus, given that the relative 
permeability of a magnetic material depends on frequency, the examiner takes 
the position that if a magnetic material is capable of exhibiting a relative 
permeability within the claimed range at "a" frequency, then it reads on the claim 
limitations. 

7. Bearing the above interpretation in mind, Ishida teaches a magnetic 
master medium comprising a substrate having an embossed pattern 
corresponding to an information signal, wherein magnetic material is deposited 
on the surface of at least the protruding portion of the magnetic material (see 
abstract). The examiner interprets the magnetic layer formed on the protruding 
portions of the substrate are equivalent to applicants claimed magnetic layer 
deposited to correspond to information that is to be transferred: Ishida further 
teaches bringing this master medium into close contact with a slave medium and 
applying a magnetic field to transfer information to the slave medium (column 13, 
lines 25-30 and figure 7). 
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8. Regarding the permeability requirement of claims 1 and 2. Ishida teaches 
that the magnetic layer of the master medium can be a soft magnetic or semi 
hard magnetic material (column 12, lines 52-67). Suitable materials include 
FeSiAl (Sendust) and Fe-Co alloys (column 13, lines 1-15). 

9. Therefore it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to utilize a soft magnetic or semi hard magnetic 
Fe-Co alloy as the magnetic layer of the master medium of Ishida, as Ishida 
recognizes the equivalency of this FeCo to the other materials listed as suitable 
for this purpose. 

The applicant is respectfully reminded that substitution of equivalents requires 
no express motivation as long as the prior art recognizes the equivalency. In Re 
Fount 213 USPQ 532 (CCPA 1982); In Re Siebentritt 152 USPQ 618 (CCPA 
1967); Grover Tank & Mfg. Co. Inc V. Linde Air Products Co. 85 USPQ 328 
(USSC 1950) 

10. As shown by US5435903 to Oda, the relative permeability of FeCo alloys 
depends on the frequency at which they are measured, with relative permeability 
decreasing as frequency increases (see figure 2 and column 7, lines 1-35). As is 
clearly shown, FeCo alloys can exhibit the relative permeability required by 
claims 1 and 2 when measured at -10 megahertz (see figure 2). Thus, as FeCo 
can exhibit the required relative permeability at a frequency, this limitation is met. 

1 1 . Thus, all of the limitations of claims 1 and 2 of Ishida are met. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Nikolas J. Uhlir whose telephone number is 
571-272-1517. The examiner can normally be reached on Mon-Fri 7:30 am - 5 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Paul J. Thibodeau can be reached on 571-272-1516. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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Paul Thibodeau 
Supervisory Patent Examiner 
Technology Center 1700 



